REMARKS 

The above amendments to .he above-captioned application along wim .he following 
.em^lcs a„ being subm.«ed as a «.U and comple. response .o U,e Official AcUon dated OCobe, 
22 2002 and tf.e interviews wi.h the Examiner dated January 23 and 27, 2003. 

Claims 4-6. 8-1 3 at. under consideradon in .h,s application. Claims 1 . 3 and 7 are betng 
cancelled without preiudice or disclaimer. Clarms 4-6 and S-10 are being 
above and in the attached mar.ed-up prese„.a.ion ofthe c,a.m amendments. ,n order ,0 mo 

y define and distinctly claim applicants' invention. Claims 11-13 are betng added to 
L.ed othL embodiment described in the specftcation. The paragraph [0033] ^ 
for a typmg error. Applicants hereby submit that no new maher is being tntroduced mto 
application through the submission of this response. 

v,ew otthe above amendments and the following remarks. tt.e Examiner ,s respectfully 
requested to give due reconsideration to this application, to indicate the allowabrlity of the 
claims, and to pass this case to issue. 



Formality Rejection 

The disclosure and claim 5 were rejected for introducing the recitation of radially- 
extended" in conjunction with the description of "the grooves are arrayed like spokes of a wheel- 
in the response. As indicated, the claims have been amended as discussed with the Exammer m 
the interviews on January 23 and 27, 2003. Accordingly, the withdrawal of the outstanding 
informality rejection is in order, and is therefore respectfully solicited. 

Prior Art Rejections 

Claims 1, 3, and 7 have been rejected under 35 U.S.C. § 102(b) as being anticipated by 
WO 98/20019 to Lough et al. (hereinafter "Lough"), and claim 6 was rejected under 35 U.S.C. 
§ 102(b) as being anticipated by U.S. Pat. No. 6,347,259 to Goldenberg et al. (hereinafter 
"Goldenberg"). Claims 4-6 and 8-10 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Lough, and claims 6 and 10 were rejected under 35 U.S.C. § 103(a) as being 
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'„„pa.e„.Me over Lou^ in view of Go« These rejections have been C3.e.«y con.cie.ed, 
but are most respectfully traversed. 

The spo«in. pin fo^cd to spo. a solution con« a. >eas. one 
contpHses- a soiid memhe.. wherein *e solid menrber has a, leas, one ....^te^^ 

Terdlreof (Piss pa.e 1 1 , line U; 10033,), sa.d head end heins feo^d,.^ 
^„l«n *e «c.s (page hne 20; [003 „), wMch , he recess eonrpnses at leas. 

one sroove (claim 4) or one V-shaped no.ch (claim 6). ^ . „„, , 

The invention, as now recHed in claim 9, is direc.ed to a spo..ing pin fonned o spot 
so..io:con.a.nins a. leas, one reagent on a plate, wherein the soHd ntenther 1^^^ 
and at leas, one groove or V-shaped no.ch t«n!^.LmM. -a head end betng 
formed to carr y the reagent therein tojtoigtg. 

^-rt^^.s^^my contend that neither L.u^ nor Goldenherg, or thetr 

conthination as reUed upon by the Ex^n., teaches or snggesrs snch a soHd spo..ing p,n hav.ng 

a head end berng .^.^m^^ '^^^ ^ !" l l 

reagen. so.uhon or .he probes are ,e.porar„y c,.<..by «,e pin .o be dehvered .0 .he plale for 

reaction in the plate. 

,„ con„ast, in "pins" of Ute pin .ools in Lough a« holders ra*er .han dispensers or 
.ansferring means as .he p.n of .he present invenUon. T.e (rather Uran .emporan^ 

carr^g) pins of Lou^ (Fig. 8) are/^... with the breads/prohes, *e nucleic acd ( ,mmob,hzed 
Utereon). or PCR primers (page 1 8, line 16 to page 19, line 1 0) such dta. .he breads/probes. e.c. 
fixed .hereon can be dipped ,n.o ma.rix solution or sprayed with Ure ma.rix solution w,.h a 
microdrop device (page 20, lines 20-24). In o.her words, .he holding pins do no. dispense or 
spray .he ma.rix soWon bu. .he microdrop device does. The breads/probes, etc. are so fixed on 
the holding pins flta. they have to he cleaved from the holding pins (page 20, line 25) wiflt a sharp 
instrumen. so as .o drop into a plate. As such, the basic structure, operation and overall concep. 
disclosed by Lough are con.radic.ory .0 the invention as a whole. I. is well es.ablished .hat a 

rejecion based on cited references having conhadiCory principles or principles tt.a. teach away 

from the invention is improper. 

Goldenherg fails to compensate for Lough's deficiencies. Goldenberg's spotting pin 54 

in Figs 7-8 has the groove 62 extending fomithetoaMmssthe^^ (-ther 

than onlxatthehe^ as the invention) which functions as an elongated chamiel for holdmg 



' a solution beyond the tip/head end. On the other hand, the "groove" of the invention is "a long, 
narrow furrow or channel" in the recess only at the head end. 

Second, the dispensing apparatus 10 in Goldenberg dispenses general liquid, such as ink, 
(not bio-probe or reagent solution). Goldenberg does not specify the Hquid to be related to any 
bio-probes or reagents. There is no teaching of applying the dispensing apparatus to dispense bio- 
solution in Goldenberg. The Examiner's reliance upon the "common knowledge and common 
sense" of one skilled in the art for motivation to combine the teachings in Lough and Goldenberg 
does not fulfill the agency's obUgation to cite references to support its conclusions. Instead, the 
Examiner must provide the specific teaching of allegations of "obviousness" or combination on 
the record to allow accountability. 

To establish a mmajacie case of obviousness, the Board must, inter alia, show 
"some objective teaching in the prior art or that knowledge generally available to 
one of ordinary skill in the art would lead that individual to combine the relevant 
teachings of the references. " InreFine. 837 F.2d 1071, 1074, 5 USPQ2d 1596, 
1598 (Fed Cir. 1988). "The motivation, suggestion or teaching may come explicitly 
from statements in the prior art, the knowledge of one of ordinary skill in the art, 
or, insomecasesthenatureoftheproblemtobesolved."Komb.217F.3datl370, 

55 USPQ2d at 1317 Recently, in In re Lee . 277 F.3d 1338, 61 USPQ2d 1430 

(Fed. Cir. 2002), we held that the Board's reliance on "common knowledge and 
common sense " did not fulfill the agency 's obligation to cite references to support 
its conclusions. lA at 1344, 61 USPQ2d at 1434. Instead the Board must document 
its reasoning on the record to allow accountability. Id at 1345, 61 USPQ2d at 
1435. 

See In re Thrift, 298 F.3d 1357. 



Such an obligation to provide specific teaching(s) also applies to other existing or 
future obviousness rejections. 

Even if, arguendo, a person of ordinary skill were motivated to combine the teachings in 
Lough and Goldenberg as specified by the Examiner, such combined teachings would still fall 
short in fully meeting the Applicants' claimed invention as set forth in claims 1 and 7 since, as 
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discussed, 4,e« are no teachings of "a solid spo«ing pin having a head end being fonned U, cany 
the reagent within the recess to the plate- in Lough or Goldenberg. 

Applicants contend that Lou^. Goldenberg, or their combination fail to teach or disclose 
each and every feature of the present invention as disclosed in independent " ' ''J 
such the present invention as now clatmed is distinguishable and thereby allowable over 
reieJtions ra.sed in the Office Action. The withdrawal of the outstandtng pnor art rejecfons ts 
in order, and is respectfully solicited. 

In view of all the above, clear and d.stmct differences as discussed ex.st between the 
present invention as now claimed and the pnor art reference upon which the rejections in the 
OfF.ce Action rely. Applicants respectfi^Uy contend that the prior art references cannot anticipate 
the present invention or render the present invention obvious. Rather, the present invention as 
a whole is distinguishable, and thereby allowable over the prior art. 

Favorable reconsideration of this application is respectfully solicited. Should there be 
any outstanding issues requiring discussion that would fiirther the prosecution and allowance of 
the above-captioned application, the Examiner is invited to contact the Applicants' undersigned 
representative at the address and phone number indicated below. 



Respectfully submitted. 



REED, SMITH, LLP 

3110 Fairview Park Drive, Suite 1400 
Falls Church, Virginia 22042 
(703) 641-4200 
January 28, 2003 



Stanley P. Fisher 
^strati 




,344 



uan Carlo 




Registration Number 34,072 



SPF/JCM/JT 
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[The] A spotting pin [of claim 1,] formed to spot a sohition rontaininp at least one 
r..p.nf on a nlat e whirh comprise ^ ^ «n1id member, wherein the solid member has at 

one recess fo^-H nnlv at a hea ^ thereof said head end beinp formed to cai 
th. r.. pent within the r.....s to the nlate, wherein the recess comprises at least one 

groove. 

The s potting pin of claim [1]4, wherein the recess comprises a [radially-extended] cross, 
shaped groove. 

[The] A spotting pin [of claim 1,] formed to spot a solution containing at least one reagent 
on . p1.te. which ennn prises a sol i H i^emher. wherein the solid member has at least one 
rPe.P..s formed o nl y n head end t hereof said head end being formed to carry the reagent 
»,;thin the recess to the plate, wherein the recess comprises at least one V-shaped notch. 
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9. 



The spotting pin of claim [l]4,wherein the [solid member comprises a] recess is shaped 
concave [tip] with a cross-shaped groove therein. 

[The] A spotting pin [of claim 1,] formed to snot a solution containing at least one reagent 
on a plate, which comprises a solid member, wherein the solid member [comprises] has 
a flat [tip] head end [with a cross-shaped] and at least one groove or V-shaped notch 
formed only at the head end- said head en d being formed to carrv the reagent therein to 
the plate . 



10. The spotting pin of claim 9, wherein the [recess] head end comprises two V-shaped 
notches crossing each other. 
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/ * Attorney Docket No. 07898-071001 

concave tip. a pin 5b shown in Figure 6B has a concave tip 
with a cross-shaped groove. The concave shape of the tip of 
the pin 5b allows the probe solution to be carried by 
surface tension by simply dipping the pin 5b in the solution. 
The depth of the concave shape, or the depth of the recess 
in general, is optional. The amount of DNA carried with the 
pin 5a or 5b with the concave tip is about 10 times or more 
the amount carried with a conventional pin with a flat tip. 
A pin 5c shown in Figure ilC has a flat tip with a cross- 
shaped groove. The amount of DNA carried with this pin 5c 
is also higher than that carried with the conventional flat 
tip. The pin can also have a V-shaped notch at the recessed 
tip. The pin 5d shown in Figure 6D has two V-shaped notches 
crossing at right angles at its cylindrical head end. With 
this pin 5d, a greater amount of probe solution, binding 
agent, or mixture of probe and binding agent can be picked 
up and spotting accuracy may be enhanced. This pin 5d also 
allows easy transferring of the probe solution from the tip 
of the pin 5d onto a plate. The pin may also include a 
multitude of grooves and/or V-shaped notches (i.e., greater 
than 2) at the pin's head for enhancing accuracy for spot 
shape or solution amount control. 

[0034] Figures 3A to 3C are diagrams for illustrating the 
principle of hybridization using the biochip 20 of the 
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